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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments witli respect to claims 1 -1 6 have been considered but are 
moot in view of the new ground(s) of rejection. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "local SIP agent 
client" (claims 1 and 2) must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Specification and Fig. 2 discloses a voice process module 15 that is able to 
convert the analog voice signal generated by the IP phone into digital signal, p.7, lines 
6-7, and that is able to convert the digital signal sent from the SIP processing module 14 
into voice signal, p.7, lines 8-9. Specification does not disclose "a local SIP again client 
... to convert an analog voice signal of the local device into a digital signal ... and to 
convert a digital signal sent from the remote SIP agent client into an analog voice signal 
..." as recited in claims 1 and 2. 

Claim Objections 

3. Claims 1 and 2 are objected to because of the following informalities: 

With regard to claim 1 , Examiner suggests replacing "SIP agent client" in line 1 of 
the preamble with "the local SIP agent client" to differentiate it with "at least one remote 
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SIP agent client" in lines 3-4 of the preamble and to be in consistent with "a local SIP 
agent client" in line 9. 

With regard to claim 1 , Examiner suggests replacing "the digital signal sent from 
the remote SIP agent client" in lines 11-12 with "a digital signal sent from the remote 
SIP agent client" to differentiate it with "a digital signal" in line 10. 

With regard to claim 1, Examiner suggests replacing "the voice signal" in line 13 
with "the analog voice signal" in consistent with "an analog voice signal" in line 12. 

With regard to claim 2, Examiner suggests replacing "SIP agent client" in line 2 of 
the preamble with "the local SIP agent client" to differentiate it with "at least one remote 
SIP agent client" in lines 4-5 of the preamble and to be in consistent with "a local SIP 
agent client" in line 15. 

With regard to claim 2, Examiner suggests replacing "the digital signal sent from 
the remote SIP agent client" in lines 17-18 with "a digital signal sent from the remote 
SIP agent client" to differentiate it with "a digital signal" in line 16. 

With regard to claim 2, Examiner suggests replacing "the voice signal" in line 19 
with "the analog voice signal" in consistent with "an analog voice signal" in line 18. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tine invention, and of tlie manner and process of 
mailing and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 1-16 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a voice process module 15 that is able to convert 
the analog voice signal generated by the IP phone into digital signal, p.7, lines 6-7, and 
that is able to convert the digital signal sent from the SIP processing module 14 into 
voice signal, p.7, lines 8-9., does not reasonably provide enablement for a local SIP 
again client ... to convert an analog voice signal of the local device into a digital signal ... 
and to convert a digital signal sent from the remote SIP agent client into an analog voice 
signal ..." (claims 1 and 2). The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the 
invention commensurate in scope with these claims. 

Furthermore, Specification discloses "[t]he microprocessor unit 141 mainly 
serves to execute SIP call server program and SIP agent client program. The memory 
unit 142 is electrically connected with the microprocessor unit 141 . The memory unit 
142 includes an ROM for storing the SIP call server and agent client program to be 
executed, p. 7, lines 14-18. Specification does not enable "a local SIP agent client 
for executing at least one SIP agent client program ... and an SIP call server for 
executing at least one SIP call server program ..." as recited in claims 1 and 2. 

Obviously, the SIP call server having a SIP structure is significant in claims 1 and 
2. Specification points out "[i]n the SIP structure, at least one SIP call server must be 
built in addition to the user agent. The SIP call server can serve as a proxy server, 
redirect server, registry server, voice mail server, etc.", p.2, lines 20-22, and "in the SIP 
architecture, each UA must register one's own SIP URI and current IP location in the 
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registry server, wliereby tine SIP call server can identify every UA. After registered, 
other UA on the Internet can communicate with the UA through the SIP call server", p.2, 
lines 26-p.3, line 1 . However, claims 1 and 2 assumes a SIP call server having a SIP 
structure because a SIP structure is only recited in the preamble. However, the 
recitation "being SIP structure" has not been given patentable weight because the 
recitation occurs in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). That is, simply qualifying the call 
server and agent client by using the abbreviate "SIP" does not enable claims 1 and 2. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regard to claims 1 and 2, it is unclear what is "the network apparatus" in 
lines 1-2, or whether it is the network system. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Osterhout et al. (U.S. Pat No. 6,965,614) in view of Laxarus et al. (US 2004/0234059) 
and Donovan et al. (US 6,512,818). 

With regard to claim 1, Osterhout discloses 

at least one local connecting port (ports 34A and 34B in Fig. 1 and 2) for 
coupling with the local devices (USB device 38,40,42 in Fig. 1); 

a remote connecting port (network interface 102 in SIP gateway 32 In Fig. 2) 
for coupling with the network (data network 12 In Fig. 1 or same data network 11 In 
Fig. 2); and 

an SIP processing module (SIP gateway 32 in Fig. 1) electrically connected with 
the local connection port (ports 34A and 348 In Fig. 1) and remote connecting port 
(network Interface 102 In SIP gateway 32 In Fig. 2). 

Lazarus discloses a local SIP agent client for executing at least one SIP client 
program to convert an analog voice signal into a digital signal, or convert the digital 
signal into an analog voice signal ("a cable modem 36 [In communications gateway 
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14] [is] used to convert the received RF signals into digital baseband signals and 
digital baseband signals into RF signals for transmission", para. [0007]). Donovan 
discloses an SIP call server ("system of Fig. 5 employs SIP", col. 7, line 55) for 
executing at least one SIP call server program ("SIP defines six types of requests", 
col. 7, line 63), wliereby after the local SIP agent client and the remote SIP agent client 
perform SIP registry and the locations of the local SIP agent client and the remote SIP 
agent client are linked ("REGISTER provides information about a user's location to 
a SIP server", col. 8, lines 8-10), the local SIP agent client and the remote SIP agent 
client can bidirectionally telecommunicate with each other by voice ("... establish a call 
between a call originator 101 and a call terminator 103", col. 8, lines 13-14). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine a local SIP agent client for executing at least one SIP client 
program to convert an analog voice signal into a digital signal, or convert the digital 
signal into an analog voice signal, and an SIP call server for executing at least one SIP 
call server program, whereby after the local SIP agent client and the remote SIP agent 
client perform SIP registry and the locations of the local SIP agent client and the remote 
SIP agent client are linked, the local SIP agent client and the remote SIP agent client 
can bidirectionally telecommunicate with each other by voice as taught in Lazarous and 
Donovan in Osterhout's SIP gateway to provide for client-server as necessitated in SIP 
processing and to obtain the invention as specified in claim 1 . 
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With regard to claim 2, Osterlnout discloses 

a network device (SIP gateway 32 in Fig. 1) having at least one local connecting 
port (ports 34A and 34B in Fig. 1 and 2) for coupling with the local devices (USB 
device 38,40,42 in Fig. 1); 

a network device (SIP gateway 32 in Fig. 1) having a remote connecting port 
(network interface 102 in SIP gateway 32 in Fig. 2) for coupling with the network 
(data network 12 in Fig. 1 or same data network 11 in Fig. 2); and 

an SIP processing module (SIP gateway 32 in Fig. 1) electrically connected with 
the local connection port (ports 34A and 348 in Fig. 1) and remote connecting port 
(network interface 102 in SIP gateway 32 in Fig. 2). 

Lazarus discloses a network device being a cable modem (a cable modem, 
para. [0001]) and a local SIP agent client for executing at least one SIP client program 
to convert an analog voice signal into a digital signal, or convert the digital signal into an 
analog voice signal ("a cable modem 36 [in communications gateway 14] [is] used 
to convert the received RF signals into digital baseband signals and digital 
baseband signals into RF signals for transmission", para. [0007]). Donovan 
discloses an SIP call server ("system of Fig. 5 employs SIP", col. 7, line 55) for 
executing at least one SIP call server program ("SIP defines six types of requests", 
col. 7, line 63), whereby after the local SIP agent client and the remote SIP agent client 
perform SIP registry and the locations of the local SIP agent client and the remote SIP 
agent client are linked ("REGISTER provides information about a user's location to 
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a SIP server", col. 8, lines 8-10), the local SIP agent client and tlie remote SIP agent 
client can bidirectionally telecommunicate with each other by voice ("... establish a call 
between a call originator 101 and a call terminator 103", col. 8, lines 13-14). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Lazarous and Donovan with Osterhout in order to provide for a 
cable modem, a local SIP agent client for executing at least one SIP client program to 
convert an analog voice signal into a digital signal, or convert the digital signal into an 
analog voice signal, and an SIP call server for executing at least one SIP call server 
program, whereby after the local SIP agent client and the remote SIP agent client 
perform SIP registry and the locations of the local SIP agent client and the remote SIP 
agent client are linked, the local SIP agent client and the remote SIP agent client can 
bidirectionally telecommunicate with each other by voice in a SIP gateway to obtain the 
invention as specified in claim 2. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blanche Wong whose telephone number is 571-272- 
3177. The examiner can normally be reached on Monday through Friday, 830am to 
530pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edan Orgad can be reached on 571-272-7884. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from tiie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Blanche Wong/ 
Examiner, Art Unit 2619 
September 5, 2008 



/Edan Orgad/ 

Supervisory Patent Examiner, Art Unit 2619 



